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This is a communication from the examiner in charge of your application 
COMMISSIONER OF PATENTS AND TRADEMARKS appUCa ' ton - 

OFFICE ACTION SUMMARY 

Responsive to communication(s) filed on J()~ dl ^ " ^ ^ ^ 



□ This action is FIN^b.|. L r ^ ;-. ^ ,*t. V.im-i' -*>t'..S' • 1 .v' 

D ^fi*^^ - — - Cose- in 



A shortened statutory period for response to this action is set to expire mnnth^ ♦hvh ^ 

1.136(a). ^™fl | »napnea.i. ! (35iU.S.a(§,133). Extensions of time may-be obtained ufaer the provisions of 37 CFR/ 



Disposition of Claims' 1 ' 

V c,aim < s > I " ^ Of\rj 1^ ^ ^q) 



■ .2U:r - • <- ;*.t .. it .--V. 



Of the-above, claimYsf '- * -' ■ 

P Claimfs) 

Claim(s) / f)[)'d - 

□ Claimfs) . •,. ,-. ;:^;vs x . M 

□ Claims. 



is/are pending in the application. 

. is/are withdrawn from consideration. 

is/are allowed. 

__ is/are rejected. 



* ; - * is/are objected to. 



Application Papers 



r^nc , c o^ ^^f ^ ^^IPH 9r reqciirement. 



□ See ^attached Notice of Draftsperson's'Ratent;PrawingvReview, PT©.948>^: V l; - i. 1 87. 

□ The drawing(s) filed on 



□ The proposed drawing correction, filed on ] 



6 ° n ~ rrn — — ■■ s 's/are objected to by the Examiner. 

iwing correction, filed on _ ' ' ~ r - ■ — •" ■ - 

— : *s U approved □ disapproved. 

□ The sp^ecWicatipais ol^cjed toby^e^xaminer, v .4 ^ . ; Jf oft ■ n ^ . h- s 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 1I9 4 1 ' ^ s / .hstu^u* r 

□ Acknowledgement is m^le of a claim forforeign priority un^ , 

□ All DSome* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) ■ 



U received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e), 
Attachment(s) 

Notice of Reference Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, iPrGffiffiS*** 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 

- SEEfOFFICE ACTION ON THE FOLLOWING PAGES - 



Application/Control Number: 08/958,614 
Art Unit: 1742 



Page 2 



Response to Arguments 

1. Applicant's arguments with respect to claims 1 to 6 and 16 to 22 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

3. Claims 1 to 6 and 16 to 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Way et al,. (US Patent No. 4,034,588). 

The reference teaches an alloy with constituents whose wt% ranges overlap those 
recited by the claims; such overlap renders applicant's composition prima facie obvious 
despite differences in non-overlapping areas, see In re Malagari, 182 USPQ549. See 
Claim 1 , col. 6. Although Mn is not disclosed as an alloying constituent, it is still 
present as shown by the specific examples in the range of 0.06 to 1.07% which is within 
applicant's Mn range of more than zero but less than 6.0%. To distinguish over prior art, 
applicant needs to prove that the more narrowly claimed ranges to various constituents 
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are somehow critical and productive of new and improved properties. For example 
Way teaches the broad range of W in a markush group up to 30% with a preferred range 
of 15-17.88% which is slightly higher than W range of 1.0<W<15.0% recited in claim 1. 
Applicant needs to demonstrate how a composition with slightly less than 15% vs a 
composition with slightly more (say 15.05%) would depict more than just an increase in 
the proportion of element without any attendant unexpected results. Also it should be 
noted that the W range in claim 1 does not appear to be so critical since a broader range 
of 1<W<30% is recited in claim 22 of the present invention. 

Although prior art does not teach an article intended to be submerged in molten 
zinc and low percentage alummum/zinc melts as recited by the claims, such would not be 
a patentable difference since it is merely applicant's future and intended use. 



4. Claims 1 to 6 and 16 to 22 of this application conflict with claim 49 of Application 
No. 08/909, 1 17. 37 CFR 1.78(b) provides that when two or more applications filed by 
the same applicant contain conflicting claims, elimination of such claims from all but one 
application may be required in the absence of good and sufficient reason for their 
retention during pendency in more than one application. Applicant is required to either 



Double Patenting 
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cancel the conflicting claims from all but one application or maintain a clear line of 
demarcation between the applications. See MPEP § 822. 

Claims are in conflict because they both disclose an article steel with overlapping or 
encompassing alloy wt% ranges. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deborah Yee whose telephone number is (703) 308-1 102. 



DEBORAH YEE 
PRIMARY EXAMINER 
GROUP IfQQ 
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November 17, 1998 



